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ORIGINAL: French 

DATE: March 16, 1987 

INTERNATIONAL UNION FOR THE PROTECTION OF NEW VARIETIES OF PLANTS 

GENEVA 

ADMINISTRATIVE AND LEGAL COMMITTEE 

Nineteenth Session 
Geneva, March 31 and April 1, 1987 

REVISION OF THE CONVENTION 

• * * * * 
COMMENTS FROM THE INTERNATIONAL ASSOCIATION FOR THE PROTECTION 

OF INDUSTRIAL PROPERTY 

Document prepared by the Office of the Union 

1. By letter of March 13, 1987, the International Association for the Protec
tion of Industrial Property (AIPPI) submitted: 

(i) the resolution adopted by AIPPI at Rio de Janeiro (Brazil) in May 1985 
with respect to patent protection for biotechnological inventions (annex I 
hereto); 

(ii) the quiding principles given by AIPPI to its Executive Committee to 
meet at Sidney (Australia) in April 1988 concerning the relationships between 
protection by means of patents for biotechnological inventions and protection 
for plant varieties, and the patentability of animal varieties (annex II 
hereto). 

2. In its letter, AIPPI expressed the view that these doc~~ents reflect the 
main suggestions for the development of legislation and the positions of the 
major influential circles. 

[Annexes follow] 
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ANNEX I 

QuesdoaiZ 

P1tea1 Prottctioa for BiolecbDoiOJicaJ JD,·eatioas 

Rllohatloa 

After bavinJ coDSidcred the repon1 of the National Groups (Yearbook 1984/JV) and 
the Summary Rcpon on Question 82 (Yearbook 1985/J), 

AIPPJ aote1 that 

- an iDconsistcncy cuts between the actual laVe's which arc based upon the aeneral 
principle that a liviD& oraanism ptr sr cannot be the subject matter of a patent, and the 
state of scienu •·bicb n~·ada)'l make1 it possible to dncribc and repeat proudures for 
the modificatiop of a living oraanism 

- patent protection for panicular biotechnological in'·cntions n.ists in most States 

- processes involving the industrial use of lhin& or&anisms are 1enera1Jy patentable 

- microorganisms ptr st and other biolocica1 materials, includinr plants, ptr st, are 
patentable in many States 

- plants and even animals are also protectable iD some States by special rights. 

AlP PI 
recognizes that the development of new techniques has made biotechnolor.· of Jreat 
economic imporunce and observes that, to encouraae the de,·elopment of these new 
tec:hnjques, there is 1 peat desire to protect biotechnological inventions by patents and 
to harmonize the patent prac:tic:es of different countries. 

AlP PI 
also recognizes that the application of nev.· techniques in biotecbnolor.· could give rise 
to serious moral or ethical problems, and considers that those problems should be 
primarily regulated by Jav•s specifically dealing with these issues to •·hich the patent 
lav.'\ of nearly all countries refer in excluding from patentability inventions contrary to 
morals or public order. 

AJPPI 
is of the opinion that biotechnological inventions should be protected by the application 
of the cxistin& principles of patent lav.· and that the creation of a special body of lav.· is 
DOt nec:esury. AccordinJly, a subject matter in the field of biotechnology should be 
patentable if it meets the usual criteria for patentability. 

ID paniallar: 

- there is no reason to consider an or&anism, be it a microorJanism, plant or animal, as 
Dot bein& a patentable subject matter merely becauK it is ti\i.DJ or merely becauK its 
&eDe$ bave DOt been modified, 

- other bioloJicaJ material, c.a. plasmich, enzymes, etc., should be considered 
patentable subjU1 maner, 
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- 1 proeeu for obtainin& or usiaaalivinJ oraanism or otber bioloJiQI material. should 
be considered patentable subjea manrr, 

- DO reason clisu to nclude from patent protection. biotechnoloJial invention~ 
rclarin& to aD)' parUallu 6cld of industrial appliQtion, for c1ample food. medicines or 
cbeiNcaJ producu, 

- aJthouJh protection of plant varietin under lav.-s confonnin& to the UPOV conven
tion presrnts a valuable system of protection and should continue, it is essential that 
techniques newly applied and products obtained thereby in the field of the development 
of Dew plants, and capable of mutinJ the patcntabilit) require menu. should become 
ae nerally eligible for patent rrotection' and therefore. prohibition of double protection 
should DOt be maiotained or provided for, 

- if a wrinen descriptioa i5 sufficient to make the tivinJ orcarusm, or other biological 
material, available to a person skilled in the an, thea deposit should DOt be required, 
but nevcnheless, deposit should alway~ be considered ti completina the requirement of 
_sufficient disclosure panjcularl)· in relation to the repeatability of the invention, 
recognizinJ that practical problem~ in relation to some orJanisms will have to be soh·ed, 

- since the release of deposited material could be abused, the conclusions of AIPPl at 
the congresses of San Francisco and Munich in relation to microorganisms, 

Damely that 

a) a microorganism should not be accessible to the public until an enforceable right 
exists, 

b) release should be for research only, 

c) the organism should not be passed on to third partie~. 

d) the organism should not be nponed from the country of release and 

e) iD the event of a violation of the undenalinJ. the burden of proof should be upon the 
receiver of the orJanism, 

should be applicable to orJanism~. and other biological material. 

- In ceneral, there exists ao reason to limit the scope of protection of patenu for 
biotechnological io\'entions. 

AJPPJ 
considers that the application of these principles and thr hannonintion of patent 
practice aloni the line~ of these principles v.ill encoura~c the development of 
biotechnolog) and allov. patent practi~ to de\'elop in parallel •ith scientific adunce
ment. 
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NmEX II 

Question 93 

Relationships between protection by means of patents for 
biotechnological in,·cntions and protedion for plant ,·arieties 

Patentability or animal '·arietiesSM. 
St;,te ()f the Ouest ion. 

I. AIPPJ studied the matter of patent protettion in the biotechnolo~ic .. t field 
(Oue~tion 82) at the mcetin' of the Elccuti\'e Committee in Rio in 19S.~ (Reports 
frnm the Grou~. ''carhook 1984/JV, Summary Repon, Yearbook 1985.1, Di~u~sion 
;and resolution of the E"ttuth·c Comminee in Rio, Yearbook 198.~~111). 

AlPPI had first affirmed that in their \'icw there wa\ an incon~htenry between the 
prc!I>Cnt laws ~-hich arc ba~oocd on the general principle thllt a li\'in~ or~anho.m per sc 
c01nnot be suhject·mancr of a p<~tcnt, and the: state of ~icnce which nowaday11 males 
it ("0!-~ihlc to dc~crihe and repeat the procedure for modifyin' a Ji,·ins or,anism. 

A' rrrard~ more p:.nicularly the maHer of protection for piant ,·arictics, the AlPPI 
rc: .. ulution upre~c:d the ,;ew th:u: 

·A lthoush protection for pl3nt \'arietics under laws conformins to the UPOV Con,·cn
tion rre!>CntS a \·a)uahJc !-)"Stem of protection which should continue. it is es,cntial that 
the new techniques 2J'Ii'licd and the prClducts oht<~ined thereby in the field of the: 
development of new plants :~nd tatpahlc of meeting the ratentahility requirements 
.. hou1d become scneroslly cli~iblc for patent protection and therefore prohihition of 
dnuNe protection sho&Jld not he maintained or provided for: · 

ll1at rt!-olution therefore affirmed that nNhin~ !.hnuld prc\'cnt plant ,·arietic!l fmm 
hl'in~ clit.ible for patent protection, at the: !I:• me time as protection for plant ,·arietics. 
Ho" C\'C:f the way in ~ hich the resolution Wits drafted w~s not tota11)· e:.:plicit ill> it 
asprcared to Jinl patent protection fnr new pl;tntl> to the ni~tence of new h:chni4UC!
fltr producin~ such plcnt~. 

Th&: re~o1ution suffered at the very Jca~t from a certain &lmbi~uity. 

In ~rite of a proposal from the Prosramme Committee. continuation of the !ltudy of 
thi' Question was not included in the pro,r:~mme for the London Conpts!t in 19S6. 

li•mc,·cr. after the: mectins of the E:.:ccuti\'C: Committee in Riu in 19~~. il numhcr of 
intl'T·fO\'Crnmcnt:ll Cli~Oini!-;ttion" Mudicd quc,tion!l rl.'btinr to p;ttcnt prntatinn for 
hiutcchnoJo~ic:.J innntiC\ns ;md in P,.aTtiruJar invention~ CClOCCTnin~ pbnt!oo ollld 
;mimaJ,. 

A J::TilUJ' Clf e~pcnl'> fH•m O.C.D.E. ;uh·i .. cd the rmernmrnt .. nf the memh~·r l"llltntrie .. 
tn try to arrive 011 !-Olution<. pm\'idin~ dkcti\e rrotrrtinn fnr n~'\\ pJ;.nt' rutdUC\.·d hy 
·!!~·netic cn~inccrinf method!-. 

It wa' su~~~·~ted th;at rt,n .. id~·wtinn h~· dia:cted in p;lftirul;u tn th\.· ~Ill\.'' linn nf "IH:thcr 
that aim could be 011161incd hy w;,~· of ratentl- ur hy WilY nf .. rx·cific lc~i!'>btinn In rmt~·ct 
rl;mt \·arictics. 

The need for more dkcti\'C rrotcctinn was emph:~~il>ed. 

The O.C.D.E. UJlCM!> rropo,cd that the pcr .. on pHlducin~., new \':uicty m:ty \.'njny 
the option of !-tkctin~ the mo!-t appropri:~te form of protection. 

It was al!lo sut~csted th:11 study be directed to way5- of a'oidint cClnflicts ht'twet'n the 
t\\Cl ~~"!-tern!- of protection. while hc:st reconcilin~ the effect!- of the protection :1ffordcd 
('ce BEIER 'CRESPI 'STRAUS - BiotcchnoloEie cl ProtcctiCln rar Br.:,·et~. unc 
An;th~ intcrnationalc, O.C.D.E .• Paris lCJR~. p&~&c~ 9g'99). 
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The WIPO Commiucc of E~p:rts d~alinJ •·ith biut~chnoln&ict~l inv~ntions. at th~ 
sc:cond 5C~inn hc:ld in Gcn..:,·a frum lrd tu 7th F..:bruary 111M. cumined a rcpllft 
drawn ur 1\y th..: lntc:rnatiun<~l Bur..:au of WIPO. cntitkd 'Prutc:ction for Biotc~h· 
nologicallnvcntions by means of Industry Prop..:rty" (sec PropricSUltcSUI industricl· 
le 1986, pages 275 fO. 

The: lntcrnatillnal Bun: .au noted that certain n;~tiHnallaw~ do nut permit patc:nting nf 
plant varieties or animal varil:tics and ~scntiall) bioln,~oal prua:~~ for producing 
plants or aninmls. It c:onclud~d huw~\~r that there did nut app:ar to ~ any 
justification for that exclusion frum p<~tcnt rrut.:ctitln. It rmpu~d that all hilll.:ch· 
nulogic:al inventions should ~ ahk to ..:nju)· rrut~.-c:tion by a patent. and that a pah:nt 
should be grant..:d subject to the: in,·..:ntiun ~umrlying •·ith the nurmal "-ondition~ for 
patentability, namely no\·chy. inwntivc: st..:r. indu~tri••l utilit)' and sufficiency of 
disclosure. 

The discussion bt:forc th.: Committee of Ex~rts rdat.:d largd)· to the prnht.:m of 
excluding. plant varieties. animal \·ari..:ti.:" and e~~ntially hiulugical prO\:csses for 
producing s<~m.:. from patent prlHt:ctinn. 

Except for the Det.:gation from Ireland. th.: Dd:~atiun from Japan and "'""'of the 
Delegations uf ohscner" whu pru(llht:d eliminating su~h cxdusions. mu,t of the 
go,·ernmental Delegations cxpr..:s~J the fcl.!ling that the time had not y..:t cume to 
take a decision on thc qucstinn of eliminating that cxdu~iun from prnh:ction. 

Those .Ddegations pdntcd out th;~t major stuJics would h:t\'C tu he un<.krtake~ in 
order to dc~iJ~ whethcr the prutc~tiun ;Jv;lilahk at the prc'-Cnt tim..: •·as nnt ,uffidcnt 
and whether elimination of the cxdu,ion' ''nuiJ not run the risk uf rc,.ulting in 01n 
imh;1lancc between the interests uf pah:nh:es and other interests invoJ,·cd, in particu
lar the intercsls uf the public. 

2. In the light of the way in which the questiun has developed. the Programme 
Committee prorosed that it should be put on the Ag~nda of the E:<~cuth•c Committee 
M~eting in S)dn~y. <~nd that a questionnaire should he drawn up. 

The starting point forth.: study of this maucr may ht: the AIPPI resolution adopted in 
Rio on Question K!. which cxpr.:ssc" a p(hiti,m of principle but which if appropriate 
sh1luld he r.:-;~rtirm.:d in dearer terms and. nn the oth..:r hand. the su¥-gelttiuns from 
the O.C.O.E. group of experts as well as thc rcsuhl» from the ~cond session of the 
WI PO Commillcc of Experts hdd in Fehruary 191'6. 

It is necessary tn take '''''lunt of the continuing de\ dupmcnt in 'genetic .:ngineering' 
;mJ nthcr modern product it'" pr1K·c"cs '' hich in' ''"e \·cry ~uhst;mtial J.:,cJs nf 
in\'cstmcnt anJ whi~.:h at the l>:lmc time gi\C •• fresh 4u.dit) to inwntinns in thi' fidJ. 

Questions put tu th~ groups. 

The National Grouplt arc invited to reply tu the foJI,l" ing questions. 

first part: nlationship betw·een prote~lion b) meam or patents for biotechnological 
inHntions and protection for plant l'arieties. 

1- Present legislati\'1.! situdtion. 

A. Docs the: lcgish1tion in your country afford particular protection for plant 
\'arietics? What is the domestic law? 

Docs the countr)· b.:long to the UPOV Comcnti,ln·~ 
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I. Tn• ht~t nl\jcct\ dtlC\ the posraicul;tr pwtc"1i&.ln fur ploant ,._.ric,~, nten'-'? 

a) PLant \'auictiC'~. 

-How many ,·;uietic) arc eadmincd tu k~••l protect inn a~tthe rr~!>t'nt time? 

-HClw m:~ny u\Cful phmt!o anJ hnw many nrnamcnt01l pl>~nb? 

1\) Pam of rl;tnts a~nd nth"·r ~i.,Jnl!iL·al nl;lt"·rial\. 

~- l!nder wh;st cnnditiono; i) protcclit'n afford.:'-'? 

a) Sovthy. '-'i .. tincti\('nL·o;s. 

1\J Other conditiun,: unif,umit~·. ,.,;,hilit y. L'tc ... 

~- h initi;tl namin01ti.m nL·n·o;-.;tf)''? 

-Scope nf n;mlin;ttiun. 

- \\'h;tt N&;mi!lat j,,n, drill •. ,ith n;unin;tt i1lll: f!;th:nt Office or nthcn. 

- -1. Content and !ooCOf'.:' of the rrnt"·rtinn. 

:a) Doc~ prf'ltcction e~tcnd only hl the muhirlication material (~ecd,, tuhers, 
cull in£.' etc .. ) or 01lsn tot he final pr.1duL·t '? 

h)\\'hat el:ploito.~tinn ri~hts;trc 'roantL·d tn the prorricturo;'? 

c) limitatit'ns, for cxamrk free U!ioC' oft h.: protected v;trictin. as a b;t'e material fur 
pruducin~ other \':nieites. compul~ory licL"nccs, etc ... 

5. Economic importance of plant ,·aricties: statistical data. 

B) As well 0!!- and'or insteo.~d or p;trtirul;lr rrotectinn. docs )'OUT domestic ~e,islation 
abo mal.c pro\'bion for p:llent protection in rcsr('ct of the followin~: 

I. PL1n1 \'61ri.:ticl> in the scn"c of p;tnicul:tr lc~i,);stinn rclatin' to protection for phmt 
,·arictie!l. 

2. Entire pl;:nt~ or multiplication material th('rcfor. which do not constitute pl;mt 
,-~rictie~ witt.in the me:min~ or point 1. 

;\. Posrt~ nf rl.snt' IU oth"·r hioloC!icsl m;sh: I i:tl .... 

~- Jnn•ntiOn!- f,lJ f'TilC'C!-"-'' ,·,m,·.:rnin~ the J~·\ do1pm~·nt uf n~·w f'l.ll<l' (miChlhioJngi· 
,·osl,l'liochcmic;tl ;md m;KrohioJ.,fical pmt.·~"'-').). 

C. Aprlir:stinn of the l!,·n,·r;tl nmditi''"" nf pat~·nt Ia\\ to in\'cr.tion!- conccrnin~ 
pl.:nh. 

1. ~o' dty. inh'lll i"· ).tcp ;md indu,tri;tl ul ility. 

2. Suffirirnc~ nf t.li,dii).Ur.: ;sn.l rt.·phHlucihility. 

3. Dcrmit uf Ji, inl! m;st"·ri;•l. 

.a. Content ;sn,l ~··'P"' nf rrnh·ctinn. 

;t) 01'1t.''i r:•tlt.'Ctillll elitt.•nd II\ lht.• ptlldtl\'1' nht;sinnl hy th,· r:sl"'lllt.'d prt'IL''-').''? 

f,)l.imit:•ti.,n .... 

D. Rd;ui,,n,Jsip l'o.'t""·,·n rrnt,·,·ti•'n hu plant ,.,,, ;,.,;, . ._ ••nJ r~~~~~·,·tinn h~ m,·;m' nf 

I'·''''"''· 
I. ~t;.,· th• im,·ntiiT ur tht.• I'"'J'Ii\'1111 dhll'l'l' .... ;tht.'ll\;sli\·,., h.·t\\t.'"·n r:utinrl.ll 
p:.th:rii.m ;tn,t rrnt.·,·ti•'IO ~-~~ nw.m ... uf •• p:tkllt'.' 

~- \1;•y h"' c:lh'lol'4.'lh~··\\·'l r'''"'' ,,f J'hlh'di••ll fnr tlw 'am,· ~uhjt.'\1 m.su"·r'! 

What Jimit:tti••ll' ;ui"'· in ""d' ;1 o;itu;•tinn in rq~;sul hl u'in!= th,· ti~hh ••l!;tin ... t ntlh'l 
r:.u• h.·,'? 
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I. Arc there in ynur country draft laws nr sJ')I:cific pmposah. aaillk:d at introduc:inJ 
particular prnt~ction or protcctinn by m..:ans ur p<~h:nb for pl.ant v;ar~ti\!~ nr aimcJ at 
rcgulatin& the relationship ~tween the IWU kinds of protect inn'! 

2. If so. in your \·icw· i~ there a need for pmlccti''" and huw sh,,uld the new lcgisl•uion 
de~ I w·ith ql:eMions 1- A to o·~ 

s~cond part: paltntabilit)' or proussts ror producin& animals. 

I - Docs the legal system in )'Our country make prtwil'ion f,u p:micutar protection for 
producin~ 01nimals? Lcg;al ba!\is? 

What i" the subj~ct of the protect inn and what 01rc th~ rules 1:-'"'crning it? 

II- Are inventions conc~rning th~ production nf anim;1ls p;atcntilhlt: 

1. Product patents (fnr n~w ,.:,rietics or animals. etc ... ) 

2. Process patents. in partkul .. r in n:spcct nr processes r,,r producing animals. 

Ill- If inventions rck1ting In the production uf animals arc p:ucnt01bl~. is that category 
nf invention suhjcct in principle to the same conditions as in rc~:ud to protection by 
means uf pah:nlS of pbnt \'arieties nr <trc th~r.: uiff..:r..:nc~s? (R~prooucibility, dir.clo
surc, deposit. etc ... )'? 

IV- Rcfmmin~ lr..:nJ,. 

1. Are thc=re in ynur country ur;tft laws ur sp"·~o:ilic pmposals aimed at introducing 
particular prote~tillO Uf prot~Ction hy OlC~IOS O( patents for anim;JJ \'arictieS Of ~imcJ 
011 rc1:-ul:tting the rdatiun-.hip hetwl!cn thnsc h\O kind~ of protect inn'? 

:!. If such dr:,rt l:1ws or prop,)tials do nnt exist, do you con .. iJcr that a need for 
prutcction c;.~n b..: sc~n? 

How shouiJ future k£i,Jation deal with 4u~stinns lru 1117 

{End of document] 
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