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REPORT

adopted by the Committee

Opening of the Session

1. The Administrative and Legal Committee (hereinafter referred to as “the Committee”)
held its fortysixth session in Geneva, on October 21 and 22, 2002, under the chairmanship of
Mrs. Nicole Bustin (France).

2. The list of participants is given in Anndxo this report.

3. The session was opened by the Chairperson, who welcomed the participants. She
extended a special welcome to the Delegation of Latvia which had become a member of the
Union sirce the preceding session of the Committee. The Delegation of Latvia expressed its
gratitude to the Office of the Union and the member States for the assistance given to Latvia in
the process of its accession to the 1991 Act of the UPOV Convention.

The Committee decided at its forgeventh session on April 10, 2003, to remove the information
footnote concerning the word $brid” which appeared in document CAJ/46/8, on page 8 and on
page 1 of Annex Ill.

c:\winnt\apsdotnettemp10883$asqcai46 08 rev.report(e).doc



CAJ/46/8 Rev.
page2

Adoption of the Agenda

4. The Committee adopted the agenda as given in document CAJ/46/1.

Specific Issues Concerning the Interface Between Patents and Breeders’ Rights

5. Discussions took place on document CAJ/46/2, which had been lasetbcument
CAJ/45/3 with the same title. The Vice Secret&@gneral introduced the document and
informed the Committee about the WIR@POV Symposium on the Cexistence of Patents
and Plant Breeders’ Rights in the Promotion of Biotechnological Develofsn#rat was to be
held in Geneva on October 25, 2002.

6. In relation to document CAJ/46/2, the Vice Secret@gneral indicated that the basic
purpose of the document was to illustrate the scope of protection and corresponding exceptions
of the patent and plant breeders rights’ systems; more precisely and, in particular, the
comparison between the patent research exception and the breeder's exemption. It was
important to raise awareness of the possible impact the presence of patented elerplamis
material could have on the overall rate of progress in plant breeding.

7. Several delegations and organizations expressed their views on the issues that may arise
if the patent right inhibits the breeder's exemption. Extensive dsioms took place in
relation to paragrapB5 which provided various cases to assist in the understanding of how
certain uses might infringe a patent.

8. The Delegation of the United States of America suggested an amendment to the title and
subtitle of Sectionl in order to provide a more accurate reflection of the issues. It wondered
whether the cases to illustrate those problems were theoretical or supported by evidence. It
added that infringement was a complicated area. The Delegatioe uiffdrent proposals
suggesting the redrafting of paragraphs 3, 29 and 30, mainly in order to refer to the national
laws and to avoid any interpretation of the TRIPS Agreement that could go beyond the scope
of the UPOV Convention.

9. In relaion to the proposal of the Delegation of the United States of America to reduce
paragraph 30(a) by ending it after the word “breeders,” the Delegation of Mexico considered it
important to keep the last part of paragraph 30(a) “ensures that the developmeetv
varieties is not inhibited;”.

10. The Delegation of France further suggested some reorganization of the cases in
paragrapl25.

11. The Chairperson summarized the discussions indicating that there was general agreement
that someredrafting of the document by the Office of the Union, with the assistance of the
Delegations concerned, was needed in order to reflect the views expressed by the Committee.

12. The changes, as proposed by the Vice Secrdimyeral and agreduay the Committee,
are reproduced in Annéx for ease of reference.

13. Conclusion The Committee agreed with the contents of document CAJ/46/2 as amended
by the Committee and:
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(@ noted that the EDV provision in the UPOV Convention provigethechanism for
rewarding plant breeders and ensured that the development of new varieties was not inhibited;

(b) noted the potential difficulties in using cresempulsory licensing as a means to
address the lack of a breeder’s exemption in the patetesy

(c) noted the consequences for breeding progress if the breeder's exemption was
negated or inhibited through the presence of pateimteshtiors in plant varieties; and

(d) recommended to members of the Union to consider, where appropriate, witnether

nature of the research exemption in their patent laws concerning plants might inhibit the
breeder’s exemption.

Publication of Variety Descriptions

14. Discussions were based on document CAJ/46/3. The Vice Secfeargral introduced

the document and noted that, at its foffifth session, in Geneva, on April 18, 2002, the
Committee approved the schedule of activities for the project related to the publication of
variety descriptions (see Section 6 of the Annex to document CAJ/45/4)urthef noted that

the project focused on two main aspects: firstly, the need for a model study to investigate and
develop solutions to the technical issues concerning the possible development and publication
of variety descriptions, at the international/el, in an effective way; and secondly, that there
were important legal, administrative and financial issues which would need to be resolved, by
the Committee, before considering the possible introduction of an international system for the
publication ofvariety descriptions. Document CAJ/46/3 dealt with the second aspect, namely
the administrative, legal and financial matters and, in particular, the consideration by the
Committee of a draft questionnaire to be sent to the authorities responsible mbingrplant
breeders’ rights.

15. The Delegation of Germany made a request for the questionnaire to include information
on whether authorities used photographs in the process of publication of variety descriptions
and, if so, for which speciedt considered that photographs could be very useful in the field of
ornamental varieties.

16. The Vice Secretargzeneral confirmed that the appropriate modification to the
guestionnaire would be made in order to take up the suggestion matles iyelegation of
Germany.

17. The Delegation of the Netherlands noted that the phenotype of varieties and,
consequently, variety descriptions were closely related to the conditions under which varieties
were grown. It wondered whether thespacts should also be included in the questionnaire.

18. The Technical Director clarified that this was a matter which would be dealt with by the
Technical Committee in its work on this project.

19. The Delegation of Colombia sugded the inclusion of a question concerning varieties in
commercial registers which are not protected by breeders’ rights.

20. The Vice Secretargzeneral recalled that the project intended to deal with protected
varieties as a first step. Thedlusion of norprotected varieties would be considered at a later
stage. It was agreed that it should be clarified that the question related to protected varieties.
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21. The Delegation of the Republic of Korea expressed the wish that the quesitie would

take into consideration some technical questions in relation to reference varieties. The
Vice SecretaryGeneral suggested that those considerations be dealt with within the work of
the Technical Committee on the proposals for species, orAthenoc Working Group on
Publication of Variety Descriptions.

22. The Delegation of Belgium noted that some clarification might be needed for the second
and the third box in questio?22. Following a proposal by the Chairperson, it was agreed that
an additional box requesting comments on the reply should be added at the end of qgfastion

23. The Delegation of the Russian Federation suggested substitution of the slash in
questionsl8 and 19 by the word “and,” and questioned whether tjginshould be replaced
by “combination” in questiori8.

24. It was agreed that the footnote in questidnshould be reduced to a list of what might be
considered “interested parties.” The remainder of the footnote would be deleted. Following
this decision, the Delegation of France underlined the importance to clearly indicate the
objectives and the context of this questionnaire.

25. The Chairperson summarized the discussions and identified all the amendments to the
draft questionnae.

26. Conclusion The Committee agreed with the proposed questionnaire as amended. This
questionnaire would be sent to members of the Committee and one organization responsible for
granting breeders’ rights. A summary of the responses togthestionnaire, with a clear
indication of the objectives and the context of this questionnaire, would be prepared by the
Office of the Union and presented to the Committee for its consideration at itsdevignth
session in April 2003.

Issues Concerng the Use of Material Submitted for Examination of Distinctness, Uniformity
and Stability

27. Discussions were based on document CAJ/46/4. The Vice Secfetargral introduced

the document. Its purpose was to explore the importance of inguglant material of
candidate varieties, submitted by the applicant, in the collections of varieties used by
authorities for the examination of distinctness, uniformity and stability (DUS). Furthermore, it
identified the issues which can arise when tpigctice cannot be freely undertaken. In
particular, it considered the situation where a breeder might wish to attach conditions to the use
of plant material for such practices, or where the breeder did not permit such a practice at all.

28. Therepresentative of thinternational Association of Breeders of Ornamental and Fruit
Plants (CIOPORA) requested a change in paragraphn particular, the deletion of the
sentence “...or use of plant material by the original authority after the D&&mindion is
complete ... candidate varieties.After the clarifications provided by the Chairperson, the
Vice SecretaryGeneral and the Delegation of France, parag&aplas retained unchanged, as
it indicated the importance of this activity as the basis f& ¢éixamination of other candidate
varieties.
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29. Discussion also took place in relation to paragr8phThe representative of CIOPORA
was concerned by the effect of the publishing of detailed descriptions on the novelty of
varieties. The Delegamin of the Netherlands stated that the UPOV Convention clearly
established that novelty was not affected by the publication of a variety description. The
Chairperson further clarified that a publication would be enough to establish common
knowledge, but wuld not be enough to establish novelty.

30. In relation to paragraph2, the Delegation of France and the representative of the
European Community were concerned about the importance given to a published variety
description in the examinationf @istinctness in cases where varieties were unavailable for
comparison in growing tests or other trials. In reply to this concern, the Vice Secretary
General proposed to add the term “subject to technical reliability” after the words in the third
sentene “importance of the publication of variety descriptions.” In this regard, the
Vice SecretaryGeneral further added that this wording was in line with the wording used in
paragrapti3(ii) in the conclusion of this document “a system of publishing variety
descriptions may, if based on technical information considered to be reliable by the Technical
Committee, ...”

31. The representative of CIOPORA expressed certain concerns regarding the use of material
supplied by plant breeders to technical exaation centers if the examination centers were
themselves involved in breeding activities.

32. The representative of the European Community indicated that, in those cases, the
Community Plant Variety Office (CPVO) requested specific protocolguarantee that the
persons involved in the testing were not involved in breeding activities.

33. The Chairperson proposed to include on the agenda for future work, a specific item to
determine how UPOV should explore this matter, if appropriaith the assistance of a
questionnaire, and also whether to recommend draft model agreements concerning the use of
material which might assist to clarify, provide guidance and offer reassurance to plant breeders.

34. The representative of thiaternational Seed Federation (ISF) proposed its assistance to
the Office of the Union by providing a model agreement concerning the use of the material
submitted by the breeder.

35. The Delegation of Spain agreed with the proposal from ISfFencouraged the Office of

the Union to work on the preparation of model agreements. It explained that, recently, when
requesting material from breeders, the Office of Spain had received contracts that restricted the
supply of material to other authorie This was not confined to material concerning parental
lines, but also in relation to varieties which could be found in the market. The Delegation also
emphasized the need for the breeders’ community to facilitate the examination of varieties, for
thebenefit of the whole protection system.

36. The Delegation of France also indicated that they could make their experience available
on similar types of matters and agreements, concerning testing and related obligations.

37. Conclusion The Committee agreed with the conclusions in paragfspbf document
CAJ/46/4. In particular, it noted that:

(@) some authorities have established collections of plant material of varieties of
common knowledge for the purposes of examination but neednsider how to manage plant
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material of candidate varieties provided by the breeder, as a part of the application, if
conditions are attached to its use for such a purpose;

(b) a system of publishing variety descriptions may, if based on techmt@innation
considered to be reliable by the Technical Committee, offer an effective means of examining
distinctness to address situations where plant material of varieties was unavailable for
comparison in growing tests or other trials.

38. Furthermore, the following topics were identified for future discussion by the
Committee:

(a) arrangements for the transfer of material

(i) from the breeder to the examination authority, and
(i) between examination authorities.

In particular, it was sugested that UPOV might consider the development of standard model
agreements for such transfers;

(b) recommendations to ensure the independence of those DUS examination centers
which have, or have links to, breeding activities.

39. The Committeeagreed with the future work as proposed in parag&ph

Variety Denominations

40. Discussions were based on document CAJ/48/Be Vice Secretargeneral introduced

the document and reported on the third meeting of Allehoc Working Group @ Variety
Denominations (the Working Group), held in Geneva on October 21, 2002. In relation to the
document, it was highlighted that, in parallel to the activities of the Working Group within
UPQV, the CPVO and the International Union of Biological Scies (IUBS) Commission
were also working on matters related to variety denominations. The Working Group had
coordinated its efforts on this issue with thag® Organizations.

41. The Vice Secretargeneral further indicated that the two mateams of the agenda of
the Working Group, during its third meeting, were a first round of discussions on the draft
explanatory notes on Articl20 of the 1991Act of the UPOV Convention concerning variety
denominations (document W@&D/3/2), and a second ite providing information on the
replies to the questionnaire seeking information on how the effectiveness of the -B@W
might be improved (document W&D/3/3). The Vice Secretareneral gave the floor to the
Senior Legal Officer to inform on the advamaent of the discussions of the draft explanatory
notes.

42. The Senior Legal Officer indicated that, at this stage, it was too early to provide any
results on the discussions concerning the draft explanatory notes. She indicated that the draft
explanatory notes were clearly linked to the relevant provisions of Ar2iglef the 1991Act

of the UPOV Convention and, whenever possible, they also referred to the existing
recommendations. The current draft had the objective to provide clarity lendetuired
flexibility to allow for a harmonized approach in decisions concerning variety denominations.

In particular, the intention was to follow, as far as possible, the principle provided in
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Article 20(5) of the 1997Act that, unless the proposed dagnination was unsuitable in the
particular territory, the same denomination should be proposed and registered in all members
of the Union. The different drafts of the explanatory notes would be made available for
consultation by the Committee membershie restricted area of the UPOV Website, where the
documents of the Working Group were posted.

43. The Technical Director informed the Committee on the decision of the Working Group,
made at its second meeting, to prepare a questionnaire tetigate how the effectiveness of

the UPOVROM might be improved. A powerpoint presentation was made to the Committee
in order to illustrate the summary of the responses to the questionnaire. The analysis of those
replies led to a proposal, by the Offiogéthe Union, for a program to improve the effectiveness

of the UPOVROM. This proposal was made in relation to existing projects already underway,
matters specifically concerning variety denominations and general improvements. Regarding
variety denomin@ons, the results of the questionnaire suggested that further consideration
should be given by the Working Group to allow, under certain circumstances, different variety
denominations in different territories. Furthermore, it suggested that the Workogp@night
examine the feasibility of the UPGROM becoming one means by which authorities could
comply with the requirement of Articl20(6) of the 199MAct of the UPOV Convention, to
inform other members of the Union of matters concerning variety deretioivs. A document
containing an analysis of the responses to the questionnaire will be presented to the Committee
in a separate agenda item with a corresponding document for consideration by the Committee
at its next session.

44. Conclusion The Committee noted the contents of document CAJ/46/5 and the oral

reports made by the Vice SecretdBgneral, the Technical Director and the Senior Legal
Officer.

Protection of Hybrid Varieties Through Protection of Parent Lines

45. Discussons were based on document CAJ/46/6. The Vice Seck&eneral introduced

the document and indicated that its purpose was, in response to a request from the Technical
Committee, to consider the protection of hybrid varieties through protection of plamest
Herecalled that this request had arisen, in particular, because of the development of hybrid
varieties in the ornamental sector. In some cases, the same parent line was used in many
different hybrid varieties and breeders, conscious of the ebgtrotecting all the individual

hybrid varieties, noted that, in such cases, protection of a series of hybrid varieties could be
achieved by protection of the single parent line common to all the hybrids in the series,
provided that the parent line fulldd all the conditions for, and protection is granted. The
Vice SecretaryGeneral highlighted the difference between the protection provided by
Article 14(5)(a)(iii) of the 1991Act and that provided by Articl&(3) of the 1978Act.

46. With regard to paragraph 5 of the document, it was noted that it was a matter for each
State party to the 1978 Act to interpret Article 5(3) of that Act and to decide whether, in the
example given, a hybrid would be covered by the protection of one or more pittent lines.

47. It was agreed that the document should emphasize that the 1991 Act of the UPOV
Convention only allowed extension of protection to a hybrid variety, by protection of one or
more of the parent lines, if there is “repeated usksuch parent lines for the production of the
hybrid varieties. Thus, it should be clarified that repeated use of parent lines might not be
required if a “hybrid” variety can be produced by vegetative propagation or apomixis.
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48. The Delegatn of the Netherlands proposed that, in paragraph 6, the phrase “... obtain
protection for his hybrid varieties ...” should be replaced by “extend protection to his hybrid
varieties.” The Delegation of Switzerland noted that that proposed change would nieed to
reflected throughout the document and, in particular, in the title of the document. Thus, it was
agreed that the title should read “Extension of protection to hybrid varieties through protection
of parent lines.”

49. Conclusion The Chaiperson concluded that the situation with regard to hybrid varieties
under the 199Act was clear, but that the situation under the 1978 Act was a matter to be
interpreted by each State party. Furthermore, with regard to the 1991 Act, it had been agreed
that the protection provided by a breeder’s certificate for a parent line would extend to hybrid
varieties, provided there was repeated use of such a parent line for the production of the hybrid
varieties. She further noted that it was for each plant bretedgetermine whether it would be
appropriate to make use of the extended protection of parent lines or to seek to obtain
protection of the hybrid variety itself. AnndH presents document CAJ/46/6 as amended by
the agreed changes.

The Notion of “Esentially Derived Variety” in the Breeding of Ornamental Varieties

50. The Chairperson informed the Committee that due to time constraints it was not possible
to deal with the last item of the agenda concerning “The notion of ‘essentially derarezty’

in the breeding of ornamental varieties” (document CAJ/46/7). Following the proposal by the
Chairperson, the Committee decided to defer discussions on this item to its April 2003 session.

Program for the Forpseventh Session

51. It was agreed that the program for the fesgventh session would include the following
items:

1. The notion of “essentially derived variety” in the breeding of ornamental varieties
2.  Specific issues concerning the interface between patents and breeders’ rights
3.  Publication of variety descriptions

4.  Transfer of material for the purposes of examination of distinctness, uniformity and
stability

5. Review of the UPOVROM Plant Variety Database
6. Variety denominations.
52. Before closing the session, the Clpgirson gave the floor to the Delegation of the

United States of America at the request of some delegations that wanted to receive information
of the current situation on how the novelty provision was applied under the Plant Patent Act.
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53. The Ddegation of the United States of America explained the situation in that country
and the three forms of protection available for plant varieties. One form of protection was the
standard patent, also known as the utility patent. It clarified that thesssube discussed did

not concern applicants filing for utility patents and, in particular, the novelty provision
remained the same. The second form of protection was the Plant Variety Protection Act, which
was consistent with the UPOV Convention andwamich no concerns had been raised. What
had raised concern and uncertainty amongst breeders was a situation concerning the third form
of protection, the Plant Patent Act which was applied to asexually reproduced plants. The
novelty provisions applicableo utility patents were also applied to the Plant Patent Act. In
that regard, there had been a case law which applied the novelty provisions under utility patents
to a plant variety and had an impact on the way the Plant Patent Act was implemented. The
Delegation indicated that examiners in the United States Patent and Trademark Office
(USPTO) were making rejections based on the evidence of a breeder's certificate in
combination with the evidence of “esale in a foreign country” commercial availability the

plant variety in a foreign country. A regulation in United States law provides examiners with
the ability to request further information from applicants. Thus, if examiners find a breeder’s
certificate that was evidence of prior art,” they woul@énhask whether there was evidence of
“on-sale in a foreign country.” If this were the case, then examiners might retain a rejection of
novelty, indicating that the plant variety was not novel. That was a change because previous to
that case law, a breedeg certificate was not considered to be an “enabling publication.” Based
on that case law, evidence of “@ale in a foreign country,” in combination with a “breeder’s
certificate,” was now considered to be an enabling publication, therefore defeatettynov
This had raised uncertainty amongst breeders in the plant variety circles, and breeders who had
previously received a breeder’s certificate in a foreign country and had started marketing that
plant variety in foreign countries, could not file in thénited States of America without fear

that they would receive a rejection as the plant variety would not be considered novel. Indeed,
rejections were now being made if there was evidence of a breeder’s certificate and evidence of
“on-sale in a foreign contry.”

54. The Delegation further added that there was a hearing in the United States Congress
under one of the Subommittees where constituent Congressman Issa introduced a Bill that
presented a X@ear grace period indicating that “Prior Artvould not defeat novelty for a
10-year period. However, the Bill did not receive sufficient support with other constituents.
The Bill was being reexamined, but it was unclear whether it was dead in thedduilmittee or

not. Noting that the Director of BPTO was the Under Secretary for Intellectual Property and,

as such, responsible for handling the legislative issues that went before the Congress, the
Delegation requested that breeders who had any evidence of the negative impact of this change
on their husinesses send such evidence to the USPTO to support their cause. This would make
it easier to convince Congress that the situation was having an impact on industry rather than
just creating an uncertainty about the legislation. The Delegation expriisseigh to clarify

the situation and indicated its willingness to discuss the matter further after the meeting of the
Committee.

55. The present report has been adopted by
correspondence.

[Annex | follows]
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Forestry, Ulica grada Vukovara 78, P.P. 1034, 10000 Zagreb (tel.: +385 1 610 6632
fax: +385 1 610 9202)

Ruzica ORE (Mrs.), Head of Plant Variety Protection and Registratitstitute for Seeds and
Seedlings, Vinkovacka cesta 63c, 31000 Osijek (tel.: +385 31 275206
fax: +385 31 275193 -eail: r.ore@zsr.hr)

DANEMARK / DENMARK / DANEMARK / DINAMARCA

Hans Jgrgen ANDERSEN, Head of Division, The Danish Plant Directokéitestry of Food,
Agriculture and Fisheries, Skovbrynet 20, 2800 Lyngby (tel.: +45 45 263 600
fax: +45 45 263 610 -enail: hja@pdir.dk)
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ESPAGNE / SPAIN / SPANIEN / ESPANA

Luis SALAICES, Jefe de Area del Registro de Variedades, Oficina Espafi®Marisdades
Vegetales (OEVV), Ministerio de Agricultura, Pesca y Alimentacion (MAPA), Avda. de
Ciudad de Barcelona No. 6, 28007 Madrid (tel.: +34 91 3476712 fax: +34 91 3476703
e-mail: Isalaice@mapya.es)

ESTONIE / ESTONIA/ESTLAND

Pille ARDEL (Mrs.), Head of Department, Plant Production Inspectorate, Variety Control
Department, 71024 Viljandi (tel.: +372 4334 650 fax: +372 4334 650
e-mail: pille.ardel@plant.agri.ee)

ETATS-UNIS D’AMERIQUE / UNITED STATES OF AMERICA / VEREINIGTE
STAATEN VON AMERIKA / ESTADOS UNIDOS DE AMERICA

Karen M. HAUDA (Ms.), Patent Attorney, Office of Legislative and International Affairs,
United States Patent and Trademark Office (USPTO), Department of Commerce, Box 4,
Washington, D.C. 20231, D.C. (tel.: +1 703 3080® fax: +1 703 305 8885

e-mail: karen.hauda@uspto.gov)

Paul M. ZANKOWSKI, Commissioner, Plant Variety Protection Office, Agricultural
Marketing Service, United States Department of Agriculture (USDA),

Beltsville, MD 207052351 (tel.: +1 301 504 5518x: +1 301 504 529&-mail:
paul.zankowski@usda.gov)

Dominic KEATING, Intellectual Property Attaché, Office of the United States Trade
Representative (USTR), Permanent Mission, 11, route de Pregny, 1291 Chambésy, Switzerland
(tel.: +41 22 749 52 81 dix: +41 22 749 4880)

FEDERATION DE RUSSIE / RUSSIAN FEDERATION / RUSSISCHE FODERATION /
FEDERACION DE RUSIA

Yuri A. ROGOVSKIY, Deputy Chairman, Chief of Methods Department, State Commission of
the Russian Federation for Selection Achievements Test sotdd®ion, Orlikov per., 1/11,
Moscow 107139 (tel.: +70 095 208 6775 fax: +70 095 207 8626

e-mail: statecommission@ mioet.ru)

Madina OUMAROVA (Mrs.), Expert of Methods Department, State Commission of the
Russian Federation for Selection Achivemengst and Protection, Orlicov per 1/11,
Moscow107139 (tel.: +70 095 208 6775 fax: +70 095 207 862(hal: desel@agro.aris.ru)
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FINLANDE / FINLAND / FINNLAND / FINLANDIA

Arto VUORI, Director, Plant Variety Rights Office, Ministry of Agriculture ak@restry,
Hallituskatu 3 A, P.O. Box 30, 00023 Government (tel.: 9 160 3316 fax: 9 160 52203
e-mail: arto.vuori@mmm.fi)

FRANCE / FRANCE / FRANKREICH / FRANCIA

Bernard MATHON, Chef, Bureau des semences, Ministere de I'agriculture et de la péche,
3, rue Barbet de Jouy, 75349 Paris 07 SP (tel.: +33 1 4955 4579 fax: +33 1 4955 5075
e-mail: bernard.mathon@agriculture.gouv.fr)

Nicole BUSTIN (Mlle), Secrétaire général, Comité de la protection des obtentions végétales
(CPQV), Ministere de I'agriculturet de la péche, 11, rue Jean Nicot, 75007 Paris
(tel.: +33 1 4275 9314 fax: +33 1 4275 9425mail: nicole.bustin@geves.fr)

Joél GUIARD, Directeur adjoint, Groupe d’étude et de contrble des variétés et des semences

(GEVES), La Miniere, 78285 Guyancduedex
(tel.: +33 1 3083 3580 fax: +33 1 3083 3629miil: joel.guiard@geves.fr)

HONGRIE / HUNGARY / UNGARN / HUNGRIA

Gusztav VEKAS, President, Hungarian Intellectual Property Protection Council, Hungarian
Patent Office, Garibaldi u.2, P.O. Box 53054 Budapest (tel.: +36 1 331 2164
fax: +36 1 474 5975 -mail: vekas@hpo.hu)

Méria PETZSTIFTER (Mrs.), Patent Examiner, Hungarian Patent Office, Garibaldi u.2,

P.0.Box 552, 1054 Budapest (tel.: +36 1 474 5907 fax: +36 1 479 5899
e-mail: petznég@hpo.hu)

IRLANDE / IRELAND / IRLAND / IRLANDA

John V. CARVILL, Controller of Plant Breeders’ Rights, Plant Variety Rights Office,
Department of Agriculture & Food, Backweston, Leixlip, Co. Kildare
(tel.: +353 1 630 2902 fax: +353 1 628 0634maiil: john.carvill@agriculture.gov.ie)

ISRAEL / ISRAEL

Shalom BERLAND, Legal Advisor of Ministry of Agriculture and Plant Breeders’ Registrar,
Plant Breeders’ Rights Council, Volcani Centre, P.O. Box 30;Bagan
(tel.: +972 3 948 5566 fax: +972 3 948 583
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JAPON / JAPAN / JAPON

Toyoharu FUKUDA, Director, Seeds and Seedlings Division, Ministry of Agriculture, Forestry
and Fisheries (MAFF),-2-1 Kasumigaseki, Chiyodku, 1068950 Tokyo
(tel.: +81 3 3591 0524 fax: +81 3 3502 6572mail: toyoharu_fukda@nm.maff.go.jp)

Jun KOIDE, Deputy Director, International Affairs, Seeds and Seedlings Division, Ministry of
Agriculture, Forestry and Fisheries (MAFF}2t1 Kasumigaseki, Chiyodhu,

100-8950Tokyo (tel.: +81 3 3591 0524 fax: +81 3 3502 6572

e-dmail: jun_koide@nm.maff.go.jp)

Masayoshi MIZUNO, First Secretary, Permanent Mission, 3, chemin des Fins,

1211 GrandSaconnex, Switzerland
(tel.: +41 22 717 3111 fax: +41 22 788 381imail: mizuno.masayoshi@bluewin.ch)

KENYA / KENIA

Chagema John KEERA, Managing Director, Kenya Plant Health Inspectorate Service
(KEPHIS), Waiyaki Way, P.O. Box 49592, Nairobi
(tel.: +254 2 4440087 fax: +254 2 4448940mail: kephis@nbnet.co.ke)

Evans O. SIKINYI, Registrar, Plant Breeders’ Rights Office, Kenya Piiedlth Inspectorate

Service (KEPHIS), Waiyaki Way, P.O. Box 49592, Nairobi (tel.: +254 2
fax: +254 2 4448940 -enail: kephis@nbnet.co.ke)

LETTONIE /LATVIA/LETTLAND / LETONIA

Iveta OZOLINA (Ms.), Senior Officer, Plant Production Division, Mimgbf Agriculture,
2 Republikas laukums, 1981 Riga (tel.: +371 7027258
fax: +371 7027514 -enail: iveta.ozolina@zm.gov.lv)

MEXIQUE / MEXICO / MEXIKO / MEXICO

Enriqueta MOLINA MACIAS (Sra.), Encargada del Despacho de la Direccion, Servicio
Nacioral de Inspeccién y Certificacion de Semillas (SNICS), Secretaria de Agricultura,
Ganaderia y Desarrollo Rural, Av. Presidente Juarez Num. 13, Col. El Cortijo,
54000Tlalnepantla, Estado de México (tel.: +52 55 5384 2213 fax: +52 55 5390 1441
e-mail: eniqueta.molina@webtelmex.net.mx)

Karla T. ORNELAS LOERA (Sra.), Tercer Secretaria, Misidbn Permanentgviuede
Budé, 1202 Ginebra, Suiza (tel.: +41 22 748 0707 fax: +41 22 748 0708
e-mail: kornelas@sre.gob.mx)
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NORVEGE / NORWAY / NORWEGEN NORUEGA

Kare SELVIK, Director General, Head of Plant Variety Board, Royal Ministry of Agriculture,
Akersgt. 059, P.O. Box 8007 Dep., 0030 Oslo (tel.: +47 2 224 9253 fax: +47 2 224 2753
e-mail: kare.selvik@Id.dep.no)

Haakon S@NJU, Registrar, The Rta/ariety Board, P.O. Box 3, 1431 As
(tel.: +47 64 944400 fax: +47 64 944410nwil: haakon.sonju@slt.dep.no)

Veslemgy GUNDERSEN (Ms.), Legal Advisor, Royal Ministry of Agriculture, Akersgt. 059,

P.O. Box 8007 Dep., 0030 Oslo (teh7 22 249277
e-nail: veslemoysusanne.gundersen@Id.dep.no);

PAYS-BAS / NETHERLANDS / NIEDERLANDE / PAISES BAJOS

Krieno Adriaan FIKKERT, Secretary, Board for Plant Breeders’ Rights, Postbus 104 28700
Wageningen
(tel.: +31 317 478090 fax: +31 317 425867mail: k.a.fikkert@rkr.agro.nl)

Bertram BURGGRAAF, Legal Adviser, Department of Legal Affairs, Ministry of Agriculture,

Nature Management & Fisheries, Postbus 20401, 2500 EK The Hague
(tel.: +31 70 378 5299 fax: +31 70 378 6127mail: b.burggraaf@jz.agro.nl

POLOGNE / POLAND / POLEN / POLONIA

Edward S. GACEK, Director General, Research Centre for Cultivar Testing (COBORU),
63022 Slupia Wielka
(tel.: +48 61 2852341 fax: +48 61 2853558mail: e.gacek_coboru@bptnet.pl)

Julia BORYS (Mrs.), Head, DUSeékting Department, Research Centre for Cultivar Testing
(COBORU), 63022 Slupia Wielka
(tel.: +48 61 285 2341 fax: +48 61 285 3558mail: coboru@bptnet.pl)

PORTUGAL

Carlos PEREIRA GODINHO, Chefe, Centro Nacional de Registo de Variedades Protegidas
Direccéo Geral de Proteccgéo das Culturas (DGPC), Ministerio da Agricultura, do
Desenvolvimento Rural e das Pescas, Edificio Il, Tapada da Ajuda;ABaQisboa

(tel.: +351 21 3613216 fax: +351 21 361322amail: cgodinho@dgpc.mhagricultura.pt)
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REPUBLIQUE DE COREE / REPUBLIC OF KOREA / REPUBLIK KOREA / REPUBLICA
DE COREA

LEE Byung Muk, DirectorPlant Variety Protection Division, National Seed Management
Office, 433 Anyang &ong, Anyanesi, 430016
(tel.: +82 31 467 0150fax: +82 31 467 O1@&tmail: byungm@seed.go.kr)

CHOI Keun Jin, Examination Officer, Plant Variety Protection Division, National Seed
Management Office, 433 Anyangdbng, Anyanesi, 430016
(tel.: +82 31 4670190 fax: +82 31 4670161mail: kjichoi@seed.go.kr)

REPUBLIQUE DE MOLDOVA / REPUBLIC OF MOLDOVA / REPUBLIK MOLDAU /
REPUBLICA DE MOLDOVA

Dumitru BRINZILA, President, State Commission for Crop Variety Testing and Registration,
Bd. Stefan cel Mare 162, 2004 Chisinau
(tel. +373 2 246222 fax: +373 2 24692 1nail: brinzila@csip.moldova.md)

REPUBLIQUE TCHEQUE / CZECH REPUBLIC / TSCHECHISCHE REPUBLIK /
REPUBLICA CHECA

lvan BRANZOVSKY, Head of Section, Department of Agricultural Production, Ministry of
Agriculture, Tesnov 17, 11705 Praha 1
(tel.: +420 2 2181 2693 fax: +420 2 2181 2989mail: branzovsky@mze.cz)

Jiri SOUCEK, Head of Department, Department of Planti&gsrRights and DUS Tests,
Central Institute for Supervising and Testing in Agriculture (UKZUZ), Za opravnou 4,
15006 Praha 5- Motol

(tel.: +420 2 57211755 fax: +420 2 57211752all: jiri.soucek@ukzuz.cz)

Daniel JURE'KA, Head, Plant Variety TestqDepartment, Central Institute for Supervising
and Testing in Agriculture, Hroznova 2, 686 Brno
(tel. +420 5 43217646 fax: +420 5 43212446mail: daniel.jurecka@ukzuz.cz)
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ROUMANIE / ROMANIA / RUMANIEN / RUMANIA

Adriana PARASCHIV (Mrs.), Head,ight Industry and Agricultural Division, State Office for
Inventions and Trademarks (OSIM), 5, Jon Ghica, Sector 3, 70018 Bucharest
(tel.: +40 1 3155698 fax: +40 1 3123819nwil: adriana.paraschiv@osim.ro)

MihaelaRodica CIORA (Mrs.), Expert, Statinstitute for Variety Testing and Registration,
Ministry of Agriculture, Food and Forestry, 61, Marasti, Sector 1, Bucharest
(tel.: +402 1223 1425 fax: +402 1222 5605m&il: mihaela_ciora@gmx.net)

Ruxandra URUCU (Ms.), Legal Adviser, Legal anddmational Affairs Division, State
Office for Inventions and Trademarks (OSIM), 5, Jon Ghica, Sector 3, P.O. Box 52,
70018 Bucharest

(tel.: +40 1 313 2492 fax: +40 1 312 3819nwil: ruxandra.urucu@osim.ro)

ROYAUME-UNI/UNITED KINGDOM / VEREINIGTES KONIGREICH / REINO UNIDO

Michael MILLER, Policy Administrator, Plant Variety Rights Office and Seeds Division,
Department for Environment, Food and Rural Affairs (DEFRA), White House Lane,
Huntingdon Road, Cambridge CB3 OLF

(tel.: +44 1223 342 375 faxr44 1223 342 386 -enail: michael.miller@defra.gsi.gov.uk)

SLOVAQUIE / SLOVAKIA / SLOWAKEI / ESLOVAQUIA

Milan MAJEK, First Secretary, Permanent Mission, 9, chemin de I’Ancienne Route,
1218GrandSaconnex, Switzerland
(tel.: +41 22 747 7411 fax: #422 747 7434 enail: milan.majek@ties.itu.int)

SLOVENIE / SLOVENIA / SLOWENIEN / ESLOVENIA

Joze ILERSIC, Counsellor, Administration for Plant Protection and Seeds, Ministry of
Agriculture, Forestry and Food (MAFF), Dunajska 58, 1000 Ljubljana
(tel.: +386 1 4363344 fax: +386 1 4363312nwil: joze.ilersic@gov.si)

SUEDE / SWEDEN / SCHWEDEN / SUECIA

Karl Olov OSTER, DirectoiGeneral, National Board of Fisheries: President, National Plant
Variety Board, Ekelundsgatan 1, P.O. Box 423, 401 26 Gatebo
(tel.: +46 31 7430301 fax: +46 31 7430444mail: karl.olov.oster@fiskeriverket.se)

Eva BERNDTSSON (Ms.), Legal Advisor, Ministry of Agriculture, Food and Fisheries,
10333 Stockholm
(tel.: +46 8 4051107 fax: +46 8 206496nwil: eva.berndtsson@yriculture.ministry.se)
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SUISSE / SWITZERLAND / SCHWEIZ / SUIZA

Pierre Alex MIAUTON, Station fédérale de recherches en production végétale de Changins,
Case postale 254, 1260 Nyon 1
(tel.: +41 22 3634668 fax: +41 22 3615469 &il: pierre.miauton@@admin.ch)

Manuela BRAND (Frau), Koordinatorin, Biro fir Sortenschutz, Bundesamt fur

Landwirtschaft, Mattenhofstrasse 5, 3003 Bern
(tel.: +41 31 3222524 -enail: manuela.brand@blw.admin.ch)

UKRAINE / UKRAINE / UCRANIA

Valentyna ZAVALEVSKA (Mrs.),First Deputy Chairman, State Service on Right Protection
for Plant Varieties, 15, Henerala Rodimtseva vul., Kyiv 03401
(tel.: +380 44 257 9933 fax: +380 44 257 9934mail: vartest@iptelecom.net.ua)

Oksana ZHMURKO (Mrs.), Deputy Head, Internationaldperation Department, State
Service on Right Protection for Plant Varieties, 15, Henerala Rodimtseva vul., 03041 Kyiv
(tel.: +380 44 257 9938 fax: +380 44 257 9934mail: vartest@iptelecom.net.ua)

Mykola BOYKO, Leading Expert, State Service on Riginbtection for Plant Varieties,
4, boulevard Lepse, 03067 Kyiv
(tel.: +380 44 4907575 fax: +380 44 4904504mail: nikolay.boyko@monsanto.com.ua)

Roman SHMIDT, Deputy State Secretary, Ministry of Agrarian Policy, 24, Khreschatyk str.,
0100 Kyiv
(tel.: +380 44 2287942 fax: +380 44 2288285 )

ll. ETATS OBSERVATEURS / OBSERVERSTATES/
BEOBACHTERSTAATEN/ ESTADOS OBSERVADORES

ALGERIE / ALGERIA / ALGERIEN / ARGELIA

Abdelkarim OULD RAMOUL, Soudirecteur des homologations, Ministere de I'agricratet
du développement rural (MADR), 12, boulevard Amirouche, Alger
(tel.: +213 2171 1712 fax: +213 2142 9349mail: o.ramoul.a@caramail.com)

EGYPTE / EGYPT /AGYPTEN / EGIPTO

Gamal EISSA ATTYA, Director, Breeders’ Rights Department, Central Adstiation for
Seed Testing & Certification (CASC), 8 Gamma Street, P.O. Box 147, Giza, 12211 Cairo
(tel.: +20 2 5720839 fax: +20 2 5725998nwil: seedcert@brainyl-eg.com)
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KAZAKHSTAN / KASACHSTAN / KAZAJSTAN

Murat TASHIBAYEV, Counsellor, Permamt Mission, 10, chemin du Prunier, Case postale 6,
1218 Geneva, Switzerland (tel.: +41 22 7886600)

PAKISTAN / PAKISTAN

Qazi Mohammad KHALILULLAH, Counsellor, Permanent Mission, 56, rue de
Moillebeau, 1211 Geneva, Switzerland

THAILANDE / THAILAND / TAILANDIA

Pisan LUETONGCHARG, Minister Counsellor, Permanent Mission,-B&Eiment FG,
20, route de Pr8Bois, C.P. 1848, 1215 Geneva 15, Switzerland
(tel.: +41 22 9295200 fax: +41 22 7910166mail: pisan@thaiwto.com)

TUNISIE / TUNISIA / TUNESIEN/ TUNEZ

Mounir BEN REJIBA, Conseiller, Mission permanente, 58, rue de Moillebeau, 1211 Geneve,
Suisse

TURQUIE / TURKEY / TURKEI/ TURQUIA

Kamil YILMAZ, Director, Variety Registration and Seed Certification Centre, Ministry of
Agriculture and Rural Aféirs, P.O. Box 107, YenimahalleAnkara 06172
(tel.: +90 312 315 8959 fax: +90 312 315 0904mail: kamil_yilmaz@ankara.tagem.gov.tr)

lll. ORGANISATIONS / ORGANIZATIONS /
ORGANISATIONEN/ ORGANIZACIONES

ORGANISATION MONDIALE POUR LA PROTECTION DE LA PROPRIETE
INTELLECTUELLE (OMPI) / WORLD INTELLECTUAL PROPERTY ORGANIZATION
(WIPO) / WELTORGANISATION FUR GEISTIGES EIGENTUM (WIPO) /
ORGANIZACION MUNDIAL DE LA PROPIEDAD INTELECTUAL (OMPI)

Karen LEE (Mrs.), CounsellorQOffice of the Special Counselotthe Director General,
34,chemin des Colombettes, 1211 Geneve 20
(tel.+41 22 338 9960 -enail: karen.lee@wipo.int)
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COMMUNAUTE EUROPEENNE / EUROPEAN COMMUNITY / EUROPAISCHE
GEMEINSCHAFT / COMUNIDAD EUROPEA

Bart KIEWIET, President, Community Plant VatyeOffice (CPVO), 3, boulevard Maréchal
Foch, B.P. 2141, 49021 Angers Cedex 02, France
(tel.: +33 2 4125 6410 fax: +33 2 4125 6416mail: kiewiet@cpvo.eu.int)

OFFICE EUROPEEN DES BREVETS (OEB) / EUROPEAN PATENT OFFICE
(EPO) / EUROPAISCHES PATENTAMTEPA) / OFICINA EUROPEA DE
PATENTES (OEP)

Bart CLAES, Patent Law Department, European Patent Office (EPO), Erhardstr. 27,
80298Munich, Germany
(tel.: +49 89 2399 5156 fax: +49 89 2399 5153nail: bclaes@epo.org)

COMMUNAUTE INTERNATIONALE DES OBTENTEURS DE PLANTES
ORNEMENTALES ET FRUITIERES DE REPRODUCTION ASEXUEE

(CIOPORA) / INTERNATIONAL COMMUNITY OF BREEDERS OF

ASEXUALLY REPRODUCED ORNAMENTAL AND FRUT TREE VARIETIES
(CIOPORA) / INTERNATIONALE GEMEINSCHAFT DER

ZUCHTER VEGETATIV VERMEHRBARER ZIER UND OBSTPFLANZEN (CIOPORA)/
COMUNIDAD INTERNACIONAL DE OBTENTORES DE

VARIEDADES ORNAMENTALES Y FRUTALES DE REPRODUCCION

ASEXUADA (CIOPORA)

Maarten LEUNE, President of CIOPORA, Royalty Administration International (RAI),
Naaldwijkseweg 350, PO Bo¥56, 2690 AD SGravenzande, Netherlands
(tel.: +31 174 820 171 fax: +31 174 820 923)

René ROYON, Secrétaire général, 128, square du Golf, OBRR®InS, France
(tel.: +33 493900850 fax: +33 493900409mil: royon@clubinternet.fr)

FEDERATION INTERNATIONALE DES SEMENCES (ISF) / INTERNATIONAL
SEED FEDERATION (ISF) / INTERNATIONALER SAATGUTVERBAND (ISF) /
FEDERACION INTERNACIONAL DE SEMILLAS (ISF)

Bernard LE BUANEC, Secretary General, 7, chemin du Reposoir, 1260 Nyon, Switzerland
(tel.: +41 22 36 4420 fax: +41 22 365 4421-mail: fis@worldseed.org)

Jean DONNENWIRTH, International Intellectual Property Manager, Pione@réfil SARL,
chemin de 'Enseigure, 31840 Aussone, France
(tel. +33 561062000 fax: +33 561062091mail: jean.donnenwirt@pioneer.com)
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LATIN -AMERICAN FEDERATION OF SEED ASSOCIATIONS (FELAS) /
FEDERACION LATINOAMERICANA DE ASOCIACIONES DE SEMILLISTAS

(FELAS)

Juan Carlos MARTINEZ, Responsable de la Comunicacion Externa, Paseo Pamplona 2,
Esc. 1- 4° A, 50004 Zaragoza, gafia
(tel.: +34 976 212197 fax: +34 976 226410mail: exterior@felas.org)

IV. BUREAU / OFFICERS / VORSITZ OFICINA

Nicole BUSTIN (Ms.), Chairperson
Doug WATERHOUSE, ViceChairman

V. BUREAU DE L'UPQV / OFFICEOF UPQOV / BURODER UPQV /
OFICINA DE LA UPQOV

Rolf JORDENS, Vice Secretai@eneral

Peter BUTTON, Technical Director

Raimundo LAVIGNOLLE, Senior Counsellor
Makoto TABATA, Senior Counsellor

Yolanda HUERTA (Mrs.), Senior Legal Officer

Paul Therence SENGHOR, Senior Program Officer
Vladimir DERBENSKIY, Consultant

[L’annexe Il suit/
Annex Il follows/
Anlage Il folgt/
Sigue el Anexo 1]
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SPECIFIC ISSUES CONERNING THE INTERFACEBETWEEN
PATENTS AND PLANT BREEDERS’ RIGHTS

Amendments to document CAJ/46/2 as agreed on October 21 a@0@2,
by the Administrative and Legal Committatts forty-sixth session

“3.  The purpose of this document is to consider the situation whnertsyithstanding
the fact thathe subject matter of protection is differetite grant of a patent mit inhibit
the “breeder’s exemption” provided by the UPOV system of plant variety protecaan.
overlap-in-theprotection—previdedlIt then considers the issues whiahay arise and
addresses how a State may be able to preserve the breeder’s exenifitiomational
legislation implementing the Agreement on Trdelelated Aspects of Intellectual

Propertv quhts (TRIP&qreement) measu#es—whash4n+ghi—be—taken—t&ensum4hat the

“5. It is necessary to start by examinirnthe—ecircumstances—wherthe scope of
protection offered under the patent system and UPOV sysiarap.—despite-thefact
that-the-subject-matterof protection-is-differein particular this is expbred in relation

to this-eoneernshe situation where, for example, the development of genetic engineering
can result in a plant variety which will be protected as a plant variety, by a plant breeder’'s
right, but will also contain an invention protected Ipatent (e.g. patented genetic
element). The issues which arise from sumberlapping protection are a result of
differences in the scope and exceptions for the two systems. These differences and the
issues which arise are explored in the following secti

“.  ISSUES ARISING FROM OMERLARPPING— THE GRANTING OF
PROTECTION

“IssuesWhich May Arise from Inhibition of the Breeder's Exemption by the Granting of
a PatenfArising-fromthe Lack of a Breeder's ExemptioninPatents

“16. Two main issuesnay ariseif a patent inhibitsfrom-the lack—of-athe breeder’s
exemptionin-the—patent-system Firstly, thereis might be an imbalance between the
UPOQV system and patent system concerning the obligation to reward the right holder of
the initial protected subjechatter (i.e. patented invention or protected variety) as far as
countries that are still bound by the 1961/72 and 1978 Acts of the UPOV Convention are
concerned. This has been addressed by the provision for essentially derived varieties
(EDV) in the 1991Act of the UPQOV Convention. Secondly, there is a need to consider
how to maintain the ability to exercise the breeder’'s exemption in the case of varieties
which contain patented inventions. These issues are explained below.

Balancing the reward to theasspective rights holders (essentially derived varieties)

“17. The potentialimbalance between the exceptions under the patent system and the
UPOV system was known at the time of the development of the 1991 Act of the
Convention...



CAJ/46/8 Rev.
Annex Il, page2

“20. As explained in pamgraphs 12 to 15, the patent system may require that the
permission of the Gerlem1 patent holder is obtainelefore any breeding work can
begin In such circumstances, fhight beis-muech more difficult for agreement to be
reached between the variety ngr and patent holder because the value of the end variety
cannot be reliably estimated.

“21. The nature of the difference which exists between the two systems is not always
fully understood. Thuscertain mechanisms, such as cressmpulsory licensing
arrangementbetween patent holders and plant breeders’ rights holddrish have been
introduced by some members of the Union to address an imbalaigig will fail to
resolve the problem unless they ensure that the patent system allows the breeding of n
varieties in the same way as provided by the UPOV Convention.

“22. Furthermore, with regard to the possible development of such mechanisms, it
might be noted thathe UPOV Convention makes it unnecessary to obtain a compulsory
license for anything dier than that strictly justified by public interest, as provided in
Article 17(1) of the 1991 Act. Bearing in mind the breeder’'s exemption in the UPOV
Convention, the need to introduce a mechanism for a compulsory license on the basis of
important technial advance of considerable economic significance, such as that provided
in the TRIPSAgreement (Article 31(1)(i)) may not be justified, because if the new variety
satisfied such a test, there would be a very strong incentive for the patent holder and
variety owner to find a mutually beneficial arrangement.

“23. In conclusion, it is important to recognize that a basic principle of the breeder’'s
exemption, which allows the breeding of new varieties of plants using protected varieties,
is not affected by theEDV concept and that the introduction of the EDV concept
maintains the access of all varieties for breeding. However, it does provide a mechanism
to ensure a suitable reward for plant breedékbe-patent-system-does-not-make-specific

provision-for free acess to-plant material for breeding new varieties.

The ability to exercise the breeder's exemption in the case of varieties containing
patented inventions

“25. If a variety (variety X) contains a patented genetic element, it will be necessary for
a breeder to assess if the process of breeding a new variety, using variety X as a parent,
would infringe the patent covering the genetic elemethe following hypothetical

situations are intended to illustrate real outcoMagous-cases-may-ocecur

Case 1. The act of using variety X, containing the patented genetic element, to cross
with another varietynfringesthe patenturthermereand:

(a) the permission of the patent holdér required to remove the patented
genetic element from variety X.

- In this case, in practice, there is no longer any breeder’'s exemption available
on variety X because it cannot be used for breeding other varieties without the
permission of the patent holder.

or

. 2 ’

(b) the permission of the patent holdernotrequired to remove the patented
genetic element from variety X and the breeder removes the patented genetic
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element beforeusing variety X (minus the patented genetic element) for
breeding.

- The breeder’'s exemption has not been completely lost in this case because a
new variety could be bred without the permission of the patent holder.
However, in practice, the breedeggemption has been inhibited because of the
need to remove the patented genetic element before starting the breeding work.

Case 3: The act of using variety X, containing the patented genetic element, to cross
with another varietydoes not infringethe patent. Evaluation of the progeny
infringes the patenthut only where the progeny contains the patented genetic
element.

(a) If the breeders unableto screen all the progeny resulting from the cross, the
evaluation of the progeny might be feared by the breeder to infringe the patent,
regardless of whethéhe progeny contains the patented genetic element.

- In this case, in practice, there is no longer any breeder’'s exemption available
on variety X because it would not be used for breeding other varieties without
the permission of the patent holder.

Gase4+— (b) If the breeders ableto screen all the progeny,

- the breeder’'s exemption has not been completelyitesihis—casebecause a

new variety could be bred without the permission of the patent holder,
providing it did not contain the patentggnetic element. However, in practice,

the breeder's exemption has been inhibited because of the need to identify the
progeny which contain the patented genetic element and remove these from the
program.

“26. ltis clear thatpatent protection of theatheugh-the-purpose-of the-patentin-variety

X—is—only-to-protect-thegenetic elementit can, in effect, confer the protection onto
variety X and as a result negate or inhibit the breeder’s exemption.

“27. The rapid progress in the development of gemetigineering raises the prospect
that, in the foreseeable future, an ever increasing number of plant varieties will contain
patented inventions. Furthermore, the varieties may contain several patented genetic
elements, which would make the removal of fhatented genetic elements, envisaged in
casedl(b) and 2(bR-and4 difficult or impossible in practice. The practical consequence

of this development may be that the breeder’'s exemption, which is an essential principle
in the UPOV system of plant vatieprotection, would be lost or greatly weakened.

“Il.  PROVISIONS WITHIN THE TRIPSAGREEMENT WHICH MIGHT ALLOW
THE PRESERVATION OFTHE BREEDER’'S EXEMPTON MEASURES-WHICH
MIGHT BE TAKEN-TO-ENSURE THAT THE RPATENTAND RLANT BREEDERS'
RIGHI S SYSTEMS CONTNUETO BEMUTUALLY- SUPPORHVEINFUTURE
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“28. Article 7 of the TRIPS Agreement states thdihe protection and enforcement of
intellectual property rights should contribute to f®motion of technological innovation

and to thetransfer and dissemination eéchnologyto the mutual advantage of producers

and users of technological knowledge and in a manner conducive to social and economic
welfare, and to @&alance of rightsand obligations” (emphasis added). Furthermore, the
TRIPS Agreement provides (Artel8(2)) that “Appropriate measures, provided that they
are consistent with the provisions of this Agreement, may be needed to prevent the abuse of
intellectual property rights by right holders or the resort to practices which unreasonably
restrain trade oadversely affect the international transfer of technoldgynphasis added).

“29. As explained in paragraph 12, the exceptions to the rights conferred by a patent
under Article 30 of the TRIPS Agreement are not specific. This meanatBéate may

be ale to |mplement Artlcle 3mere—may—be—seepe—feethese—te—be—m¥e$remed way
that protectsa otection and,
inparticular the breeder S exemptlon

=

30. The Committee is invite-note

(@) to notethat the EDV provision in the
UPOV Convention provides a mechanism
for rewarding plant breederand butunlike
the—patent—system, ensures that the
development of new varieties is not
inhibited;

(b) to note the potential difficulties in
using crescompulsory licensing as a
means to address the lack of a breeder’s
exemption in the patent system;

(c) to notethe consequences for breeding
progress if the breeder's exemption is
negated or inhibited through the presence of
patentednventiors in plart varieties and;

(d) to recommend to members of the
Union to consider, where appropriate,
whether the nature of the research
exemption in their patent laws concerning
plants might inhibit the breeder’'s exemption
to—consider—what—measures—might— be
appropliate—to—address—thethreatto—the
breeders-exemption.

[Annex Il follows]
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EXTENSION OFPROTECTIONTO HYBRID VARIETIES THROUGH
PROTECTION OF PARENTINES

Document agreed on October 21 and 22, 2002,
by the Administrative and Legal Commitiadts forty-sixth session

1. The purpose of this document is, in response to a request from the Technical Committee
(hereinafter referred to as “the TC”), to consider the protection of hybrid varieties through
protection of parent lines.

2. At its thirty-eighth session, held in Geneva from April 15 to 17, 2002, the TC heard from
the International Seed Federation (ISF) that breeders ofmegxhgated ornamental plants are
considering how to utilize the UPOV system of plant variety protection in a wayvibald

serve the breeding activities and economics in their sector. This discussion has, at least in part,
been triggered because the development of -peepagated varieties by breeders of
ornamental plants is a relatively new development, compareuetonore traditional approach

of breeding vegetatively propagated varieties.

3.  One particular development in septbpagated ornamental plant varieties has been the
introduction of hybrid varieties. In some cases, the same parent line is used in nfangrdif
hybrid varieties and breeders, conscious of the cost of protecting all the individual hybrid
varieties noted that, in such cases, protection of a series of hybrid varieties could be achieved
by protection of the single parent line common to all kiybrids in the series, provided that the
parent line fulfilled all the conditions for, and is granted, protection.

4. The UPQOV Convention does indeed provide protection with regard to the use of the
protected variety as a parent for the production andaggtion of a hybrid variety. Thus,
Article 14(5)a)(iii) of the 1991 Act states that the provisions for protected varieties extend to
varieties (i.e. hybrid varieties in this case) “whose production requires the repeated use of the
protected variety~the protected variety being the parent line. This wording establishes that,
regardless of whether the seed of the hybrid is produced in another cetgten one without

plant variety protection-seed of the hybrid must not be imported, marketed or sold in a
country where a parent line is protected, without the authorization of the breeder. This is
because the seed of the hybrid is the propagating material of the variety whose production
requires the repeated use of the protected variety and the acts covénedle 14(1)(a), such

as selling, marketing and importing, require the authorization of the breedemever, it
should be noted that, for example, the use of parent lines might not be required if a “hybrid”
variety can be produced by vegetative progion or apomixis.

5. Similarly, the 1978 Act provides protection for the hybrid through protection of a parent
line in Article 5(3), which provides that authorization of the breeder is required with respect to
a protected variety for the “utilizatioof the variety as an initial source of variation for the
purpose of creating other varieties or for the marketing of such varieties ... when the repeated
use of the variety is necessary for the commercial production of another variety.” However, in
this case the protection of a parent line in country A might not provide effective protection of
the hybrid in country A if the seed of the hybrid is produced in country B, where country B
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does not apply the UPOV Convention. This is because, in country B, ivarerestriction on

the use of the parent lines and it might be considered that there is no repeated use of the parent
line in country A. Thus, it will be a matter for each State party to the 1978 Act to interpret
Article 5(3) of that Act and to decide lwether, in this situation, a hybrid would be covered by

the protection of one or more of the parent lines.

6. FhusIn conclusion on the basis described in this document, the UPOV Convention
allows a breeder and not just breeders of ornamental planehtainextendprotectionferto

his their hybrid varieties by protection of one or more of the parent limeere is repeated
use of such parent lines for the production of the hybrid varietiewill be for each breeder to
decide whether this ithe most appropriate route to protection according to their particular
circumstances.

[End of Annex Il and of document]



